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DECI S| ON ON APPEAL

This is a decision on appeal fromthe final rejection of
claims 1-6 and 21-26, all of the clainms pending in the

appl i cation.
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The invention is directed to a head suspensi on assenbly
in a disk drive for supporting and positioning el ectromagnetic
heads for transduction with one or nore recordi ng disks
nmount ed on a rotatable spindle.

| ndependent claim1 is representative of the invention
and is reproduced as follows:

1. A suspension assenbly for supporting a transducer in a
di sk drive conpri sing:

a suspension nmenber with a nultilayer |am nate stock
havi ng a nount plate area defined therein,

sai d nount plate area conpri sing:
a plurality of netal |ayers clad to one another, and

at | east one etch retardant |ayer received between a
first pair of said plurality of netal |ayers; and

said etch retardant layer is a netal selected from
t he group consisting of gold, tungsten, and nickel.

The exam ner relies on the follow ng reference:

Erpel ding et al. [Erpelding] 4,996, 623 Feb
26, 1991

Clains 1-6 and 21-26 stand rejected under 35 U S.C. §
112, second paragraph. Cains 1-6 and 21-26 stand further
rejected under 35 U . S.C. § 103 as unpatentabl e over Erpel ding.

Reference is made to the briefs and answer for the
respective positions of appellants and the exam ner.
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Turning first to the rejection under 35 U S.C. § 112,
second paragraph, the exam ner contends that the clains are
i ndefinite and i nconpl ete because it was uncl ear what
conprised certain structures and where other structures within
a suspensi on assenbly woul d be | ocat ed.

Wt hout reaching the nmerits of this rejection, we wll
summarily sustain the rejection of clains 1-6 and 21-26 under
35 U.S.C. §8 112, second paragraph, because appellants have
failed to respond to the examner’s rejection in either the
principal brief or the reply brief. Appellants have chosen
not to argue specifically the examner’s rejection based on 35
US C 8§ 112. W are not required to raise and/or consider an
i ssue not raised by appellants even though pl ausi bl e argunents
against a rejection may, possibly, have been made. As stated

by our reviewing court in In re Baxter Travenol Labs., 952

F.2d 388, 391, 21 USP@d 1281, 1285 (Fed. G r. 1991), “[i]t is
not the function of this court to exanmine the clainms in
greater detail than argued by an appellant...” 37 CFR § 1.192

makes it clear that just as the court is not under any burden
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to raise and/or consider issues not argued by an appell ant,
this board is al so under no such burden

We now direct our attention to the rejection of clains 1-
6 and 21-26 under 35 U.S.C. 8 103 as unpatentabl e over
Er pel di ng.

| ndependent clainms 1 and 21 each recite that the etch
retardant layer is “a netal selected fromthe group consisting
of gold, tungsten, and nickel.” The exam ner recogni zes that
Erpelding fails to disclose an etch retardant |ayer nade of
gol d, tungsten or nickel but contends that it would have been
obvious “to utilize the materials |isted” because Erpel ding
“is not limted to the materials listed therein” and that
skilled artisans “woul d have utilized any suitable material”
since the “listed materials are obvious results of routine
optim zi ng” [answer-page 4].

We find the exam ner’s conclusion of obviousness to be
unsupported by the evidence before us. The only references to
etching in the disclosure of Erpelding, at colum 4, |ine 65
and colum 5, line 7, do not indicate anything about an “etch

retardant layer,” as clained. Thus, it is unclear from

Er pel di ng whet her the polyimde |ayer 10 between the netal
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layers 12 and 14 is, in fact, an “etch retardant |ayer.” \What
is clear is that Erpelding discloses layer 10 only as a
“plastic material, preferably polyimde” [colum 3, |ines 66-
67] and never as a netal layer at all, let alone a netal |ayer
of gold, tungsten or nickel, as required by the instant
clainms. So, even though the polyimde |layer may be an etch
retardant layer,! there is no suggestion at all in Erpelding
that would have led a skilled artisan to enploy gold, tungsten
or nickel as an etch retardant layer. The only suggestion for
using these materials comes from appellants’ own discl osure.
Thus, it woul d appear that the exam ner’s concl usion of

obvi ousness i s based on inperm ssible hindsight.

At page 5 of the answer, the exam ner states that the
“materials recited in the clainms are known equivalents to the
polyimde listed in the reference.” However, there is no
i ndi cation by the exam ner as to what evidence is being relied
on for determning that these materials are “equival ent” nor
is there any indication as to for what purposes they are

al l egedly “equival ent.”

Appel l ants’ own alternative enbodi nent, disclosed at page
16 of the specification, indicates that a thernoplastic
pol yi m de can be used to formthe etch-stop | ayer.
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The exam ner’s rationale of utilizing the clained
materials as “routine optim zing of the structure” [answer-
page 5] is unconvincing as it is not clear what is being
“optimzed.” If it is the ability to nore finely tune the
di mrensions of the final structure of the suspension assenbly,
t he exam ner has not explained why the artisan woul d have been
|l ed, fromthe teaching of Erpelding of a polyimde |ayer
between two netal |ayers, to enploy an etch retardant |ayer of
ei ther gold, tungsten or nickel and why the use of such
mat eri al s woul d sonehow “optim ze” the structure.

W w il not sustain the rejection of clains 1 and 21
under 35 U. S.C. 8§ 103 since, in our view, the exam ner has not

established a prima facie case of obviousness. Cains 2-6 and

22-26 will stand with the independent clains.

We have, pro forma, sustained the rejection of clains 1-6
and 21-26 under 35 U.S.C. 8§ 112, second paragraph, but we have
not sustained the rejection of clainms 1-6 and 21-26 under 35
UsS C § 103.

Accordingly, the exam ner’s decision is affirned.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).

AFFI RVED

Errol A Krass
Adm ni strative Patent Judge

M chael R Flem ng BOARD OF
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Adm ni strative Patent Judge

Stuart N. Hecker
Adm ni strative Patent Judge
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